REMARKS/ARGUMENTS 

Claims 1-6 and 8-15 are pending in the present application. Claim 7 was previously 
cancelled. 

Claims 1-5 and 9-15 are directed to certain novel compounds. Claim 6 is directed to a 
pharmaceutical composition comprising the compounds recited in claim 1 or 2. Claim 8 is directed 
to a method of using the compounds recited in claim 1 or 2 to treat various indications including 
pain. 

Claim 8 is rejected under 35 U.S.C. 112, first paragraph, as enabling for treating pain, but 
not enabling for treating all other recited diseases including rheumatic diseases, ileus, 
obstipation, overweight, and addiction. The Examiner refers to the factors that must be 
considered in order for the specification to be enabling for what is being claimed. The Examiner 
states that among the factors that leads to the conclusion that the specification is not enabling is 
the state of the prior art. A close review of the prior art indicates that compounds with chemical 
structures close to those presently claimed possess beneficial activity in the treatment of 
rheumatic diseases, ileus, obstipation, overweight, and addiction. A listing of the relevant prior 
art references is attached for the Examiner's reference. Accordingly, it is respectfiiUy requested 
that the rejection of claim 8 under 35 U.S.C. 1 12, first paragraph, be withdrawn. 

Claims 1-5, 8, 9, 1 1 and 15 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite. The Examiner on pages 4-5 of the Office Action offered proposed amendments to 
certain of the pending claims. These amendments have been incorporated in the present 
Amendment. Accordingly, it is respectfiiUy request that the rejection of claims 1-5, 8, 9, 11 and 
15 under 35 U.S.C. 112, second paragraph, be withdrawn. 
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Claim 8 is rejected under 35 U.S.C. 101 as not reciting a process step. Claim 8 is 
amended to recite a process step. Accordingly, the rejection of claim 8 under 35 U.S.C. 101 has 
been rendered moot. 

Claims 1, 3, 5, 6, 8-10 and 13-15 are rejected under 35 U.S.C. 102(b) as anticipated by H. 
Schmidhammer et al., Heterocycles, vol. 49, 489-497 (1998), as disclosing compounds 
encompassed by the claims. The Examiner cites to compounds 9, 5 and 10 disclosed by 
Schmidhammer as anticipating the present claims. We respectfully traverse. The compounds 
disclosed in Schmidhammer are excluded by the provisos recited at the end of claim 1. 
Compound 9 requires the substituent at the 3'^ position to be hydrogen, where as the second 
proviso of claim 1 excludes such a compound with a hydrogen substituent. Compound 5 
requires the substituent at the 3'"* position to be hydrogen and the substituent at the 4^^ position to 
be methoxy, where as the third proviso of claim 1 excludes such a compound. Compound 10 
requires the substituent at the 3'^ position to be hydrogen and the substituent at the 4th position to 
be hydroxy, where as the third proviso of claim 1 excludes such a compound. Claims 3, 5, 6, 8- 
10 and 13-15 are dependent on claim 1, and likewise exclude the compounds disclosed in 
Schmidhammer. Accordingly, it is respectfully requested that the rejection of claims 1, 3, 5, 6, 
8-10 and 13-15 under 35 U.S.C. 102(b) as anticipated by Schmidhammer be withdrawn. 

Claims 1, 3- 6, 8, 10-12, 14 and 15 are rejected under 35 U.S.C. 102(b) as anticipated by 
RN 139450-82-1 in disclosing a compound encompassed by the claims. Claim 1 has been 
amended to exclude the compound disclosed in RN 139450-82-1 by reciting an additional 
proviso. Claims 3- 6, 8, 10-12, 14 and 15 are dependent on claim 1, and likewise exclude the 
same compound. Accordingly, it is respectfully requested that the rejection of claims 1,3-6, 8, 
10-12, 14 and 15 under 35 U.S.C. 102(b) as anticipated by RN 139450-82-1 be withdrawn. 
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If any fees or charges are required at this time, they may be charged to our Patent and 



Trademark Office Deposit Account No. 03-2412. 

Respectfully submitted, 

COHEN, PONTANI, LIEBERMAN & P'AVANE LLP 

Kent H. Cheng 

Reg. No. 33,849 
551 Fifth Avenue, Suite 1210 
New York, New York 10176 
(212) 687-2770 



Dated: September 25, 2006 
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